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Sir: 



Please consider the following Brief on Appeal for the above identified patent application 
assigned to Motorola, Inc. pursuant to the Action mailed 1 1/27/2006. 

I. REAL PARTY IN INTEREST 

The subject application is assigned to Motorola, Inc., the real party in interest. 

II. RELATED APPEALS AND INTERFERENCES 

To Appellants' knowledge, there are no related appeals or interferences. 

III. STATUS OF CLAIMS 

The status of the claims in the proceeding is: 

1. Claims 2-3, 5-8, 11-13, 15-17 and 21 stand rejected under 35 U.S. C. 102(e) as 



being anticipated by Gentry et al. (U.S. Patent No. 6,453,162). 
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2. Claims 4 and 14 stand rejected under 35 U.S.C. 103 as being unpatentable over 
Gentry in view of Torabi (U.S. Patent No. 6,754,482). 

3. Claims 9-10 and 18-19 stand rejected under 35 U.S.C. 103 as being unpatentable 
over Gentry in view of well known prior art. 

4. Claim 1 and 20 are cancelled. 

Claims 2-19 and 21 are hereby appealed. 

IV. STATUS OF AMENDMENTS 

No responses were filed subsequent to final rejection. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

Although specification citations are inserted below in accordance with C.F.R. 
41.37(c)(l)(v), these reference numerals and citations are merely examples of where support may 
be found in the specification for the terms used in this section of the brief. There is no intention 
to in any way suggest that the terms of the claims are limited to the examples in the specification. 
Although, as demonstrated by the reference numerals and citations below, the claims are fully 
supported by the specification as required by law, it is improper under the law to read limitations 
from the specification into the claims. Pointing out specification support for the claim 
terminology, as is done here to comply with rule 41.37(c)(l)(v), does not in any way limit the 
scope of the claims to those examples from which they find support. Nor does this exercise 
provide a mechanism for circumventing the law precluding reading limitations into the claims 
from the specification. In short, the reference numerals and specification citations are not to be 
construed as claim limitations or in any way used to limit the scope of the claims. 

Claim 21: A mobile communication system (FIG's 1 and 2, page 3 line 22 to page 4 line 
20) comprising: a communication network (110 of FIG 2, page 6 line 20 lines 20-25); a home 
network (100 of FIG. 2, page 7 line 26 to page 8 line 15) coupled to the communication network; 
a foreign network (120 of FIG.2, page 6 line 20 to page 7 line 14) coupled to the communication 
network; the home network comprising a first network home location register (HLR) (101 of 
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FIG.2, page 6 line 20 to page 8 line 15) coupled to the communication network, and comprising 
a distributed home location register (DHLR) (102 of FIG.2, page 6 line 20 to page 8 line 15) 
including data for authorizing services in the foreign network for a user of said home network, 
the DHLR being personally associated with the user; said foreign network comprising a visitor 
location register (VLR) (122 of FIG.2, page 7 line 26 to page 8 line 15) coupled to the DHLR via 
the communication network, the VLR being configured for determining an agreement for the 
services which are needed by the user in the foreign network, and comprising a second network 
HLR (104 of FIG.2, page 6 line 20 to page 8 line 15) coupled to the communication network. 

Claim 1 1 : An arrangement for services in a foreign network (120 of FIG.2, page 6 line 
20 to page 7 line 14) by a user of a home network (100 of FIG.2, page 7 line 26 to page 8 line 
15) comprising: the home network including: a first network home location register (HLR) (101 
of FIG.2, page 6 line 20 to page 8 line 15) coupled to a communication system; and a distributed 
home location register (DHLR) (102 of FIG.2, page 6 line 20 to page 8 line 15) for storing a list 
of the services required by the user, said DHLR being directly coupled to the user via a mobile 
device; the foreign network including: a visitor location register (VLR) (122 of FIG.2, page 7 
line 26 to page 8 line 15) for determining an agreement for the services which are needed by the 
user in the foreign network; a second network HLR (104 of FIG.2, page 6 line 20 to page 8 line 
15) coupled to the communication system; a mobile device (80 of FIG. 1, page 3 lines 22-34) of 
the user coupled to the foreign network for approving the agreement for the services; and a 
communication network (110 of FIG 2, page 6 line 20 lines 20-25) for coupling the DHLR and 
the mobile device to the foreign network. 

VI. ISSUES TO BE REVIEWED ON APPEAL 

(1) Whether claims 2-3, 5-8, 11-13, 15-17 and 21 are anticipated by Gentry et al. 

under 35 U.S.C. 102(e). 

VII. ARGUMENTS 
35 U.S.C. $ 102(e) 
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Independent Claims 21 and 11: 

Claims 2-3, 5-8, 11-13, 15-17 and 21 stand rejected under 35 U.S.C. §102(e) as being 
anticipated by Gentry, U.S. Pat. No. 6,453,162 (hereinafter "Gentry"). Appellants' respectfully 
traverses this rejection. 

Gentry discloses a system and method for web-based provisioning (i.e., setting 
parameters for) a single (see Gentry Figures 1 and 2) home location register ("HLR") in a 
wireless network. In other words, the Gentry system allows a user to modify his subscriber 
profile or preferences, which are stored and maintained at the single HLR provided by the 
telecommunications provider, using a personal computer that is connected to the Internet. The 
goal of the Gentry system is to eliminate the need to have a service provider employee enter 
subscriber profile/preference changes on behalf of the subscriber [see Gentry's Summary 
section]. The single HLR taught by Gentry is consistent with the use of a single HLR in the 
prior art. 

FIG. 1 and FIG. 2 of Gentry depict a single HLR, which is intended to represent the 
primary HLR that services the mobile device 12 (see FIG. 1). In FIG. 1, the service area 10 is 
the home or local service area for the mobile device 12, while the service area 16 is a roaming 
service area for the mobile device 12. When the mobile device 12 is within the roaming service 
area 16, the roaming system MTSO 22 communicates with the roaming system VLR 20 to obtain 
the subscriber services for the user of the mobile device 12. In turn, the roaming system VLR 20 
communicates with the home/local system HLR 17 to obtain the subscriber services for the user 
of the mobile device 12. This conventional operation is described by Gentry beginning at 
Column 4, Line 51. Notably, only one HLR 17 is contemplated by the Gentry system. 

FIG. 2 of Gentry illustrates the web-enabled version that represents the primary focus of 
the Gentry disclosure. Using the system of FIG. 2, a user, via his personal computer 48, accesses 
an appropriate web page (provided by web server 44) that allows him to monitor, view, and 
change his subscriber services, preferences, and settings at the single telecommunications 
provider's HLR via the Internet 46. In this regard, the personal computer 48 merely facilitates 
user communication with the HLR 1 7 in lieu of having a service provider employee access the 
HLR 17 on the user 's behalf. Gentry does NOT teach or suggest, as the Examiner erroneously 
asserts, that the personal computer is a DHLR. (See column 5 lines 20-27). Gentry discloses the 
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manner in which the IP-based data is converted for use with the IS-41 network 40, which is 
necessary for compatibility with the HLR 17. Importantly, the HLR 17 depicted in FIG. 2 
represents the same home/local HLR 17 depicted in FIG. 1. In other words, Gentry neither 
teaches nor suggests the use of a network HLR in conjunction with a distributed HLR ("DHLR") 
that is personal to the user as claimed by Appellants. 

Appellants' respectfully disagrees with the Examiner's characterization of Gentry, and 
request reconsideration in view of these remarks. For example, the Examiner contends that 
Gentry's personal computer 48 and web server 44 are akin to the DHLR recited in Appellant's 
claims. The Examiner cited to Gentry at Column 5, Lines 22-42 and Column 6, Lines 24-27 in 
support of this conclusion. Appellant submits that this characterization of Gentry is 
unreasonable and unsupported by the Gentry specification. In particular, Gentry's personal 
computer 48 and web server 44 are simply means for accessing the only HLR contemplated and 
taught by the Gentry system, namely, HLR 17. (See column 5, lines 20-27). Indeed, the stated 
goal of Gentry is to enable the subscriber to communicate with the HLR 17 in a manner that 
eliminates the need of a "middle man." Gentry fails to disclose or suggest that recited in 
Appellant's claims, namely, the deployment of another HLR (the DHLR) that includes data for 
authorizing services in a foreign network for a user of the home network, where the DHLR is 
personal to a user. 

The Examiner states that Gentry's foreign network 16 includes a VLR 20 for determining 
services that are needed by a user in the foreign network. Although this statement may be 
generally accurate, Gentry fails to teach or suggest additional limitations recited in Appellant's 
claims. In particular, Gentry neither teaches nor suggests a foreign VLR coupled to a DHLR (in 
the home network) via the communication network. Indeed, even assuming, for the sake of 
argument, that Gentry's personal computer 48 is akin to the recited DHLR (which it is not), 
Gentry's foreign VLR 20 is NOT coupled to the user's personal computer 48. As mentioned 
above, Gentry merely describes the conventional technique whereby the foreign VLR 20 
communicates with the home network HLR 17. 

Regarding claims 1 1 and 21, Gentry neither teaches nor suggests a DHLR directly 
coupled to the user via a mobile device. Even assuming, for the sake of argument, that Gentry's 
personal computer 48 is akin to the recited DHLR (which it is not for the above stated reasons), 
Gentry's personal computer 48 is only utilized to communicate with the web server 44, the 
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wireless data server 42, or the HLR 17. In other words, Gentry's personal computer 48 does not 
communicate with the mobile subscriber 12. 

In the Response to Arguments in the 1 1/02/05 Office Action, the Examiner states that he 
is "taking the broadest reasonable interpretation of the claimed language at hand." It is unclear 
to the Appellants' how the broadest interpretation of the single HLR and personal computer used 
to communicate with the single HLR taught by Gentry can be morphed into the claimed 
limitations of an HLR and a DHLR personal to a user. Further, it is unclear how the broadest 
interpretation of Gentry can be morphed into the claimed limitations of DHLR directly coupled 
to the user via a mobile device. It is clear that even the broadest interpretation of the teachings of 
Gentry do remotely come close to disclosing the Appellant's claimed limitations. 

For at least the above reasons, Gentry does not anticipate the invention recited in any of 
claims 2-8, 11-17, and 21 . Accordingly, Appellant respectfully requests the withdrawal of the 
§102 rejection of claims 2-8 and 11-17. 

The rejection in question can only be based upon a hindsight reconstruction enlightened 
by Appellants' own disclosure. As the CAFC stated in W.L Gore Associates, Inc. v. Garlock, 
Inc. (220 USPQ 303, 312-13 (Fed. Cir. 1983)): 

To imbue one of ordinary skill in the art with knowledge of the 
invention in suit, where no prior art reference or references of record 
convey or suggest that knowledge, is to fall victim to the insidious 
effect of a hindsight syndrome wherein that which only the inventor 
taught is used against its teacher. 

Accordingly, as Mizell does not teach, suggest, or otherwise disclose each and every 
element of the claims, Appellants' respectfully request that the Section 102(e) rejections be 
withdrawn. 
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Summary 



Appellants therefore pray for the reversal of the final rejection and the allowance of the 
subject application. 

Respectfully submitted, 



DATE: 05/03/07 

SEND CORRESPONDENCE TO: 
Motorola, Inc. 
Law Department 
Customer No. : 23330 



By : /Simon B. Anolick/ 

Attorney of Record 

Reg. No.: 37,585 

Telephone: 847-576-4234 

Fax No: 847-576-3750 

Email: simon.anolick@motorola.com 
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VIII. APPENDIX 

1 . (Canceled) 

2. (Previously Amended) The system as claimed in claim 21, wherein the DHLR is 
not located at a telecommunication services provider. 

3. (Previously Amended) The system as claimed in claim 2, wherein there is further 
included a plurality of users, each user of the plurality of users having a DHLR indicating which 
services are available to each user. 

4. (Previously Amended) The system as claimed in claim 3, wherein the first 
network HLR for a particular user includes a pointer to the DHLR for the particular user. 

5. (Previously Amended) The system as claimed in claim 21, wherein the second 
network HLR is configured for generating a message requesting approval of the agreement by 
the DHLR of the user. 

6. (Previously Amended) The system as claimed in claim 21, wherein the DHLR 
includes means for generating a message requesting approval of the agreement by a mobile 
device of the user. 

7. (Previously Amended) The system as claimed in claim 21, wherein the DHLR 
includes a computing device. 

8. (Previously Amended) The system as claimed in claim 21, wherein the 
communication network includes an internet connection between the DHLR and the VLR. 

9. (Previously Amended) The system as claimed in claim 21, wherein the 
communication network includes a wireless connection between the DHLR and the VLR. 



8 



IRI05459 



10. (Previously Amended) The system as claimed in claim 21, wherein the 
communication network includes a wire line connection between the DHLR and the VLR. 

1 1 . (Previously Amended) An arrangement for services in a foreign network by a user 
of a home network comprising: 

the home network including: 

a first network home location register (HLR) coupled to a communication system; 

and 

a distributed home location register (DHLR) for storing a list of the services 
required by the user, said DHLR being directly coupled to the user via a mobile device; 
the foreign network including: 

a visitor location register (VLR) for determining an agreement for the services 
which are needed by the user in the foreign network; and 

a second network HLR coupled to the communication system; 
a mobile device of the user coupled to the foreign network for approving the agreement 
for the services; and 

a communication network for coupling the DHLR and the mobile device to the foreign 
network. 

12. (Original) The arrangement as claimed in claim 11, wherein the DHLR is not 
located at a telecommunication services provider. 

13. (Previously Amended) The arrangement as claimed in claim 12, wherein there is 
further included a plurality of users, each user of the plurality of users having a DHLR indicating 
which services are available to each user. 

14. (Previously Amended) The arrangement as claimed in claim 13, wherein the first 
network HLR for a particular user includes a pointer to the DHLR for the particular user. 

15. (Original) The arrangement as claimed in claim 11, wherein the DHLR includes 
means for requesting approval of the agreement by the mobile device. 
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16. (Original) The arrangement as claimed in claim 11, wherein the distributed home 
location register (DHLR) includes a computing device. 

17. (Original) The arrangement as claimed in claim 11, wherein the communication 
network includes an internet connection between the DHLR and the foreign network. 

18. (Original) The arrangement as claimed in claim 11, wherein the communication 
network includes a wireless connection between the DHLR and the foreign network. 

19. (Original) The arrangement as claimed in claim 11, wherein the communication 
network includes a wire line connection between the DHLR and the foreign network. 

20. (Canceled) 

21 . (Previously Added) A mobile communication system comprising: 
a communication network; 

a home network coupled to the communication network; and 
a foreign network coupled to the communication network; 

the home network comprising a first network home location register (HLR) coupled to 
the communication network, and comprising a distributed home location register (DHLR) 
including data for authorizing services in the foreign network for a user of said home network, 
the DHLR being personally associated with the user; 

said foreign network comprising a visitor location register (VLR) coupled to the DHLR 
via the communication network, the VLR being configured for determining an agreement for the 
services which are needed by the user in the foreign network, and comprising a second network 
HLR coupled to the communication network. 

IX. EVIDENCE APPENDIX - NONE 

X. RELATED PROCEEDINGS APPENDIX - NONE 
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